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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 15 November 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
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4) S Claim(s) 12-21 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 12-21 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 12-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 states that R 3 are those specific alkyl and cycloalkyl groups listed in the 
claims. However, stage II states that any cyclic C3-C12-alcohol or cyclic C3-C10 
alcohol may be added as the esterified group R 3 This protion of the rejection would be 
withdrawn if stage III was amended to include those specific groups metioned earlier in 
the claim. 

In stage III, the term "which comprises crystallizing the ester" is unclear because 
the step refers to esterification, not crystallization. This portion of the rejection qwould 
be withdraw if the claim was amended to recite "further comrprising crystallizing 

Claim 20 depends on claim 8, which has been canceled. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 12-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. patent No. 6,409,995 to Habeck et al. (Habeck) in view of JP 06100512, attaches 
as Chemical Abstracts online citation, Abstract No. 1994:435021, [retrieved on 
10/14/2005] , Columbus, OH, USA (JP 512). 

The rejected claims are drawn to, inter alia, a process for preparing compounds 
of the following formula I: 




X 



by the following reaction: 




; XI III IV 

This step is followed by esterification to provide compounds of formula I. 

The claims specifically require crystallizing the ester of formula I and purifying the 



crystals in a further process stage by treatment with an adsorbent and/or by distillation. 
Habeck teaches the following reaction at column 10: 
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With regard to the specific n-hexyl esters of formula (la) (see, for example, 
claims16, 21 and dependant claims), habeck contemplates these dericatives at column 

2: 




(see definitions for "X"). 

Habeck fails to teach the step of crystallizing the ester of formula I and purifying 
the crystals in a further process stage by treatment with an adsorbent and/or by 
distillation. It is for this proposition that the examiner joins JP 512. 

Specifically, JP 512 teaches, with regarding the following compounds: 



OH 

Rl R 2 N ^f~(^C0_/~^ /° H 
^= ' R1R2H— / ^ 

H0 2 ir i N^/ ii 



that aminohydroxybenzophenonecarboxylic acid derivatives of formula I are 
prepared by reaction of m-aminophenol derivatives of formula II with phtthalic 
anhydride. 
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The abstract teaches that the products are readily separated from the reaction 
mixture by crystallization. While the combination of references fails to explicitly teach 
treatment with an adsorbent and/or by distillation, those of ordinary skill would 
understand that this step, without any objective evidence of unexpected benefit, would 
further purify the desired product. Therefore, treatment with an adsorbent and/or 
distillation is well within the motivation of those of ordinary skill, and thus, the 
combination of Habeck and JP 512 renders the rejected claims prima facie obvious, 
since these references teach the elements of the rejected claims with a reasonable 
expectation of success. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl J. Puttlitz whose telephone number is (571) 272- 
0645. The examiner can normally be reached on Monday to Friday from 9 a.m. to 5 
p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann Richter, can be reached at telephone number (571) 272-0646. The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Karl J. Puttlitz 
Assistant Examiner 



JoKinn R. Richter, Ph.D., Esq. 
Supervisory Patent Examiner 
Biotechnology and Organic Chemistry 
Art Unit 1621 
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